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DETAILED ACTION 

Claim Objections 

Claim 21 is objected to because of the following informalities: there are 
typographical errors in the subscripts of the formula (line 2). More specifically, the 
formula as written is Sn x M z . z M' z Oy.yA y and is assumed to read Sn x M 2 -zM' z 07-yAy as 
supported by the specification. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 30 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 30 provides for the use of pigment, but, since the claim does not set forth 
any steps involved in the method/process, it is unclear what method/process applicant 
is intending to encompass. A claim is indefinite where it merely recites a use without 
any active, positive steps delimiting how this use is actually practiced. 

Claim 30 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
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35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 19, 22, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sakatani et al (JP 2003221230 A). Sakatani teaches a ceramic 
dispersion comprising oxysulfides and one or more metal elements including Nb or Ta, 
and Sn (abstract). While Sakatini does not give a specific combination of these three 
elements, they are clearly contemplated as a combination by the teaching of the 
reference, therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to form a ceramic dispersion as an oxysulfide of tin and niobium or 
tantalum. It is noted that applicant's "inorganic pigment" is intended use of the claimed 
compound and does not further limit the scope of the claim. Furthermore, regarding the 
term "pigment" it is well settled that when a claimed composition appears to be 
substantially the same as a composition disclosed in the prior art, the burden is properly 
upon the applicant to prove by way of tangible evidence that the prior art composition 
does not necessarily possess characteristics attributed to the CLAIMED composition. ]n 
re Spada , 911 F.2d 705, 15 USPQ2d 1655 (Fed. Circ. 1990); In re Fitzgerald , 619 F.2d 
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67, 205 USPQ 594 (CCPA 1980); In re Swinehart . 439 F.2d 2109, 169 USPQ 226 
(CCPA 1 971 ). Therefore, the material taught by Sakatini is considered to meet any 
characteristic associated with the word "pigment". 

Regarding claim 22, Sakatani also teaches that the ceramic dispersion 
comprises a ceramic in a dispersion medium. The dispersion medium is considered a 
substrate matrix. 

Regarding claim 25, it would have been obvious to one of ordinary skill in the art 
at the time of the invention to optimize the amount of ceramic in the dispersion of 
Sakatini 

Allowable Subject Matter 

Claims 20, 21 , 23, 24, 26-29, and 31-36 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The prior art of record does not teach or render obvious a compound of the 
claimed formula as recited in claim 20. Additionally, the prior art of record does not 
teach or render obvious a method of making the material as recited in claim 31 . 
Further, the prior art of record does not teach or render obvious a material as recited in 
claim 22 wherein the substrate matrix comprises a glass component or a plastic 
component. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to COLIN W. SLIFKA whose telephone number is 
(571)270-5830. The examiner can normally be reached on Monday-Thursday, 
10:00AM-4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/COLIN W SLIFKA/ 
Examiner, Art Unit 4162 

/Jennifer McNeil/ 

Supervisory Patent Examiner, Art Unit 4162 



